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REMARKS 

Claims 1,4, 6-13, and 15-21 are pending. Claim 2 
10 are objected to as being dependent upon a rejected base claim, 



P . 6 



Dkt No. GP-302475 / GM0328PUS 



is allowed. Claims 8- 
y\xt would be allowable 



if rewritten in independent form including the limitations of the base claim and any 
intervening claims. Claims 1 and 4 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Eipper et al. (6,224,120). Claims 12, 13, 15, and It are rejected under 35 
U.S.C. § 103(a) as being unpatentable over Vermeulen (6,022,05 7[) in view of Eipper et 
al. Claims 6 and 7 are rejected under 35 U.S.C. § 103(a) as being 
Eipper et al. in view of Tohda et aL (6,447,049). Claims 1 and 1 1 



unpatentable over 
are rejected under 35 



U.S.C. § 103(a) as being unpatentable over Vermeulen in view of Eipper et al. 

Applicants have cancelled claims 1 and 17-20. Applicants have amended 
claims 4, 6, 8, and 11. 

The Examiner indicated that "[cjlaims 8- 1 0 are obj xted to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any inte rvening claims." 
Applicants have amended claim 8 to be rewritten in independent form including all of the 
limitations of the base claim, i.e., claim 1, from which claim 8 orij^nally directly 
depended. Applicants therefore submit that amended claim 8 is al owable. Claims 9 and 
1 0 ultimately depend from claim 8, and therefore are no longer de >endent upon a rejected 
base claim: Accordingly, Applicants submit that claims 9 and 10 sire allowable. 

Claims 4, 6, and 1 1 have been amended to depend : torn claim 8, and are 
therefore allowable for at least the same reasons that claim 8 is allowable. Claim 7 
depends from claim 6, which has been amended to depend from claim 8; therefore, claim 



7 is allowable for at least the same reasons that claim 8 is aliowab e. Claim 1 has been 



cancelled. 



Applicants note the allowance of claim 21 with app reciation. 
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Claims 12, 13, 15, and 16 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Vermeulen in view of Eipper et al. Claim 12 recites, inter alia, "a first 
one-piece metal member." (emphasis added) In rejecting claim 12, the Examiner states 
that "Vermeulen (6,022,057) discloses a vehicle bumper comprising: a first piece 
member 5. . . Vermeulen teaches that member 5 is plastic, not m 
Vermeulen teaches that "cover element 5 [is] manufactured from qeformable plastic .' 
Vermeulen, column 2, lines 43-44. (emphasis added). 



stal. More specifically, 



The Examiner admits that "Vermeulen lacks the firbt 
metal." The Examiner relies on Eipper et al. for "a first metal pi 



piece member being 
member 12," 



pu:ce 



As motivation or suggestion to modify the plastic cover element 5 of 
Vermeulen to be metal, the Examiner provides "to provide added crash strength to the 
vehicle." However, such a modification would change the principle of operation of 
Vermeulen. Vermeulen states, in the summary of the invention, tl at the "thus 
manufactured construction has a robust appearance but is also capable of absorbing 
energy during a collision. In the case of a light collision only the plastic cover element of 
the construction will deform. After the collision the cover elemen : will then be able to 
reassume its original form ." Vermeulen, column 1, lines 45-49. (emphasis added). Thus, 
the principle of operation of Vermeulen requires a "defonnable pliistic" cover element 5 
(/</., at column 2, lines 43-44) to deform and then reassume its original form; making the 
cover element 5 of metal instead of defonnable plastic would not produce the result 
intended by Vermeulen. 



If the proposed modification or combination of the prior art would change 
the principle of operation of the prior art invention being modified , then the teachings of 
the references are not sufficient to render the claims prima facie obvious. MPEP § 
2141.01(VI), citing In re Ratti, 270 F.2d 810, 123 USPQ 349 (CC?A 1959). Since the 
modification of Vermeulen proposed by the Examiner would change the principle of 
operation of Vermeulen, "the teachings of the references are not sufficient to render the 
claims prima facie obvious," as recited by MPEP § 2141 .01(VI). (\ccordingly, 
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Applicants submit that the Examiner has not established prima fac ie obviousness with 
respect to claim 12 3 and therefore the rejection of claim 12 is impipper. 

Claims 13, 15, and 16 ultimately depend from clair^i 12 and are therefore 
allowable for at least the same reasons that claim 12 is allowable. 

CONCLUSION 



amended claims and 



Applicants believe the foregoing to be fully responsive to the Office 
Action mailed November 28, 2005; The remarks in support of the 
the rejected claims are believed to place this application in condition for allowance, 
which action is respectfully requested. 



Respectfully submitted 



TOMMY E. WHITE et al 



By. 



Robert C. Corbett 
Reg. No. 51089 
Attorney for Applicant 



Date: 3riiMVir.| 3o, 2<3Q C 



QUINN LAW GROUP, PLLC 

39555 Orchard Hill Place, Ste 520 
No vi, Michigan 48375 
Phone: 248-380-9300 
Fax: 248-380-8968 

On behalf of: 

Kathryn A. Marra 

GENERAL MOTORS CORPORATION 
Legal Staff Mail Code482-C23-B21 
P.O. Box 300 

Detroit, Michigan 48265-3000 



7 



PAGE W8 • RCVD AT 1/30/2006 4:49:18 PM [Eastern 8tandard TlmeJ • 8VR:USPTO-EFXRF-W32 * DNI8:2738300 * C«D:1 248 380 8988 * DURATION (mnvss):02-32 



